United States Patent and Trademark Office 



UNI I ED STATES DEPARTMENT OE COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

AJcaumdria. Virginia 22313-1450 
wvk'w.uspto.t|ov 



APPLICATION NO. 


FILFNG DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. | 


10/025.757 


12/21/2001 


Steven J. Bartle 


ADM-0012-00 


1651 



09/17/2004 



26111 7590 

STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1 100 NEW YORK AVENUE, N.W. 
WASHINGTON, DC 20005 



£XAMIN£R 



SAYALA, CHHAYA D 



ART UNIT 



PAPER NUMBER 



1761 

DATE MAILED: 09/1 7/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/025,757 


Applicant(s) y 

BARTLEETAL / 


Examiner 

C. SAYALA 


Art Unit 

1761 





" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to conr)munication(s) filed on 18 June 2004 . 
2a)|EI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1,2,7-21 and 23-59 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim{s) 1-2. 7-21, 23-59 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a), 
Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mall Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) dl Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mall Date 20040915 



Application/Control Number: 10/025,757 Page 2 

Art Unit: 1761 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following Is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 1 -2, 7-21 , 23-59 are rejected under 35 U.S.C. 1 12. second 
paragraph, as being indefinite for falling to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

In claims 1 , 9, 10, 34, 43, and 44, "low" is of indeterminate scope. It remains 
undefined In the specification and it is impossible to fathom what this represents. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 59 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Schroeder et al. (US Patent 54431675). 

Applicants* claim is written in product-by-process format and as such, it is the novelty 
of the instantly claimed product that need be established and not that of the recited 
process steps. In re Brown, 173 USPQ 685 (CCPA 1972); In re Wertheim, 191 
USPQ (CCPA 1976). When the prior art discloses a product that reasonably 
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appears to be either identical with or only slightly different than the product claimed 
in this product-by-process claim, the burden is on the applicant to present evidence 
from which the Examiner could reasonably conclude that the claimed product differs 
in kind from those of prior art. In re Brown, 459 F2d 531 , 173 USPQ 685 (CCPA 
1972); In re Fessman, 489 F2d 742. 180 USPQ 323 and 324 (CCPA 1974); In re 
Marosi, 710 F2d 799, 218 USPQ 195 (Fed Cir. 1983). 

The rejection is being made under both statutes and the burden is being shifted 
to the applicant to show that there is patentable difference between the reference and 
the claimed invention, since the Office Is not equipped to manufacture the two products 
and make comparisons as to solids contents or the pH of a 10% aqueous solution. See 
In re Swinehart, 439 F.2d 210. 169 USPQ 226. (CCPA 1971 ); In re Best, 562 F.2d 
1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 
(CCPA 1980). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this titie, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2, 7-21, 23-59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schroeder et al (US Patent 4431675) in view of Moechnig et al 
(US Patent 5935626) and further in view of Harris et al (US Patent 6168803). 
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Schroeder et al. teaches a hard solid feed that contains a sugar solution derived 
from condensed solubles, cane molasses, beet molasses, condensed whey (col. 3), and 
calcium oxide or magnesium oxide, 2-15% (col. 4 or col. 5). Note that water content in 
the sugar solution is given as from 5 to about 30 wt% (col.3, lines 6-7). Note also that 
col. 2 and Table 1 includes minerals. At col. 6, Schroeder et al. teach the fat ingredient, 
up to about 30 wt%. Sources of fat include acidulated soapstock. Other ingredients 
also disclosed: urea, biuret, soybean meal, fiber (col. 7), and ground grains, which 
would, in and of themselves contain starch. Schroeder et al. thus teach that the 
ingredients claimed instantly, in various permutations and combinations that result in 58 
claims, have been established as known and used in the preparation of feed blocks. 
The patent does not disclose soy flour, but discloses soy meal. The patent teaches 
mixing the ingredients produces an exothermic reaction, but it does not teach the 
temperature actually reached (instant claim 35) nor the density (claim 38), although by 
virtue of the fact that the patent teaches similar ingredients and In fact, all of them, then 
there must be a similarity in density. In any event, the office is not equipped to 
manufacture prior art products and measure such physical limitations to make 
comparisons, and therefore, this is being held obvious over the patent disclosure, for 
the above reasons. The patent does not teach dispensing in a "loss-in-weight" feeder, 
although, barring any evidence to the contrary, dispensing into any feeder that fulfills the 
same function, known in the art, would have been obvious. The patent does not teach 
that the block is contained in a tub, although at the time the invention was made, it was 
obvious to use even cardboard containers (see col. 1 ). 
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Moechnig et al. teach essentially the same ingredients (example 1) and state that 
the different forms that this composition can be formed into are tubs, blocks, pellets and 
cubes. Because such prior art references such as Moechnig et al establish that such 
forms were known and were obvious over each other, it would have been obvious to 
one of ordinary skill in the art to form either blocks or tubs of the composition. 

Harris et al. teach a feed supplement in blocks that contain similar ingredients. 
Harris et al use grain flour, such as soy flour, MgO, condensed solubles, wheat midds 
etc. (see col. 5). The list is comprehensive and teaches all the materials that have been 
used in prior art to form feed blocks. Urea and biuret are also shown. The alkaline 
earth oxide used in an art between 2-10 wt%. The method of making is outlined at col. 
7. The patent states that heating, curing and time, pressure and composition "can all be 
varied to control hardness as a means of consumption regulation" (see col. 7, lines 44 + 
in Harrison et al). It would have been obvious to modify Schroeder et al.'s feed block 
with the teachings of Harris et al, which provide an exhaustive description of prior art 
ingredients and methods for making a feed block using similar materials including a high 
fat content to about 20 wt%, obtained from acidulated soapstock. 

Response to Arguments 

Applicant's arguments filed 6/18/2004 have been fully considered but they are 
not persuasive. 

Applicant has submitted references to internet websites stating that they 
represent the meaning of "low" and provide definition to the terms "low moisture" in his 
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claims. It is noted that applicant has based his arguments for patentability not only on 
"high fat" but "low moisture", without a definition for "low". The literature for ADM's high 
fat product is referenced in the specification at page 4 as a source for the invention's fat 
ingredient. In addition, the specification at page 4, states that soybeans and cottonseed 
provide another source for fat of the claims. It does not state that 1 ) the moisture 
content of the ADM product is the one that applicant is seeking for his claims and 2) that 
the soybean and/or cottonseed product is the one referenced in the specification, out of 
all the products available and that the moisture content of those products are 
representative of "low moisture" of the instant claims. In other words, while the ADM 
product shows high fat and was indeed cited in the specification for this purpose, and 
while reference was made to any cottonseed or soybean product, as a fat source, there 
is no evidence that at the time of filing, applicant intended the moisture content in 
ADM's product or the products of the agprofessional or cottoninc websites to fulfill the 
meaning of "low moisture" in his claims. 

With regard to the arguments directed to the rejection of claim 59, a product-by- 
process claim, it is well established that "[EJven though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the 
product Itself. The patent-ability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 
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(Fed. Cir. 1985) (citations omitted). See IVIPEP 2113. Schroeder et al. teach a high fat 
feed supplement with fat, protein and fiber. 

With regard to the rejection of the remaining claims, applicant has criticized 
Schroeder et al. by arguing that the reference teaches calcium phosphate. Calcium 
phosphate is added by the reference in addition to CaO (col. 7, lines 60-65) and the 
reference discloses in its prior art discussion, the addition of MgO to harden the block. 
(Col. 1 , lines 55-60). Phosphate is added by the reference only to hasten the 
hardening. Prior art discussion in the patent discloses that without the phosphate of the 
Schroeder et al. invention, the ingredients are indeed compressed (col. 1, line 25). 
Furthermore, the phosphate is not excluded by these claims. 

Note in particular, that Schroeder et al. disclose prior art use of cardboard boxes 
to place the blocks. Indeed, at col. 8, line 37, the patent teaches "a container, such as a 
cardboard box", thus including any container. To place the ingredients in a tub instead 
of a box would have been an obvious modification of a "container". Moechnig et al. was 
applied to show just that: pellets, cubes, blocks, and tubs are known forms of providing 
feed supplements to animals. Lastly, applicant states that the references represent 
non-analogous art, even though all the references are drawn to animal feed 
supplements that show blocks. This is particularly unpersuasive. Harris et al. provides 
in its examples, a product that is high fat and low moisture, see ex. 12-14. 

Applicant states that since no cited reference describes the use of a low 
moisture, high fat ingredient, the claims must be patentable. The Schroeder et al. 
reference does not disclose the water content of the final product but it teaches that the 
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water content in the ingredients is about 5-30% (col. 3, lines 5-7, col. 7, lines 60-70). 
However, this rejection is based on a combination of references and it is well 
established that, the test for combining references is not what individual references 
themselves suggest but what the combination of disclosures taken as a whole would 
suggest to one of ordinary skill in the art. In re McLaughlin . 170 USPQ 209 (CCPA 
1 970). Applicant has improperly criticized the references individually where the 
rejection is based upon the combined teachings of the references. In re Merck., Inc., 
800 F.2d 1091, 1097, 231 USPQ 375, 380 (Fed. Cir. 1986); In re Keller, 642 F.2d 413, 
425, 208 USPQ 871, 881 (CCPA 1981). 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. SAYALA whose telephone number is 571-272-1405. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). 




Primary Examiner 
Group 1700. 



